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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 4/4/2008 have been fully considered but they are not 
persuasive. 

2. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., what a semi-permeable membrane should be composed of) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). In addition, the applicant appears to be 
arguing a use of the word semi-permeable that is not supported by the specification. 
Paragraph 0012 states, "The semi-permeable barrier may be constructed of any 
material that allows permeation of mainstream smoke, but retains the absorbent 
material in a defined portion of the compartment. Exemplary materials for the semi- 
permeable barrier include highly porous paper, cellulose acetate tow...". The examiner 
believes that the barrier disclosed by Litchfield meets the definition of semi-permeable 
provided in the applicant's specification and it serves to separate the materials in the 
cavity, but allows smoke through. 

3. The applicant argues that because Litchfield teaches that conventional 
adsorbents are less desirable and would likely detract from the tobacco smoke 
pleasure, the reference teaches away from the instant application. Litchfield does not 
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indicate that the present embodiment nor that of Keith II et al., or Noznick would not 
work, and therefore it does not teach away from the present invention or the 
combination with Keith II et al. and Noznick. MPEP 2123 (II) states, "Disclose examples 
and preferred embodiments do not constitute a teaching away from a broader 
disclosure or nonpreferred embodiments." In re Susi 440 F.2d 442, 169 USPQ 423 
(CCPA 1971). 

4. The applicant also argues that Keith II et al. teaches a modified activated 
charcoal that has lees of an impact on taste than conventional activated charcoal. The 
applicant describes a further reason for combining inventions of Litchfield and Keith II et 
al., as both have determined materials that have less of a deleterious effect on the 
smoke taste while removing unwanted smoke components. 

5. The applicant discusses a new reference (see page 5, 6 of Remarks), however, 
the reference is not material to the rejection made in the prior office action as many prior 
art documents may exist that teach for or away from any particular technique or 
apparatus. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 1, 2, 3, 5-17, 19, 20, 21, 26-28, and 38-42 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Litchfield et al. (US 3,079,926) in view of Noznick et 
al. (US 3,279,476), Keith II (US 3,251,365), Eichel (US 3,459,194), and Schneider (US 
5,979,459). Litchfield et al. disclose a multi-component cigarette filter that has two 
conventional filter plugs, a chamber in between them that is split into two compartments 
by a semi-permeable barrier (made of paper) with each compartment containing 
absorbing material. Although Litchfield et al. disclose the structure of the instant 
application, they do not disclose the same materials; fibrous tow (cellulose acetate) for 
the conventional filter plugs, granular absorbents such as activated carbon, strong or 
weak base ion exchange resins, etc. Litchfield et al. also do not indicate that the first 
fibrous filter material has a greater particulate removal efficiency than the second 
section of filter material. 

However, Keith II, discloses that cellulose acetate filters do not removal all the 
harmful constituents of tobacco smoke (col. 2, 15-17). One solution disclosed is to use 
"well-known absorbents such as activated charcoal, alumina, natural and synthetic clays 
and silica gel" (col. 2, 23-30), and that these materials can be segregated from the 
cellulose acetate filter (col. 2, 70-72; col. 3, 1-5). Particle sizes are also disclosed as 
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being between 8 and 50 mesh. Keith II also discloses a structure using two 
conventional filter plugs and forming a cavity between them, and the filter plugs can be 
made from plasticized cellulose acetate (col. 4, 7-39). 

Noznick et al. disclose that several granular filtering agents are convention in the 
art, and include activated carbon, silica gel, ion exchange resins, and anion exchange 
resins (col. 2, 23-41). 

Schneider discloses a filter with two filter plugs and a chamber comprising selectively 
filtering material, similar to the structure of Litchfield et al. (Schneider, table 1 ). The first 
filter plug of Schneider is made of cellulose acetate with a denier per filament of 2.1 or 
less (col. 2, 39-44). The second can be made of cellulose acetate tow with a denier per 
filament of 8 with a resistance to draw of less than 20mm of water column (col. 2, 45- 
49). Another embodiment is shown in figure 2, with a first filter plug (26) with a denier 
per filament of 2.1 adjacent to the tobacco, followed by a coaxial filter segment, also 
made of cellulose acetate tow, with a minimum denier pre filament of 3 (example 2). In 
each case, Schneider clearly shows the use of a first filter material with lower weight per 
unit length (lower denier per fiber, between 1 .8 and 2.5 denier per fiber) than the second 
filter material (between 3.0 and 10 denier per fiber). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to substitute the conventional materials of Keith II and Noznick in the cigarette 
filter structure of Litchfield. The motivation to do so would have been to use the more 
effective modern materials (cellulose acetate, activated carbon, and ion exchange 
resins) in place of the materials used by Litchfield (paper, granulized animal lung). In 
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addition, Eichel provides motivation for using weak and strong base anionic exchange 
resins to filter tobacco smoke (col. 3, 31-60). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to combine the teaching of cellulose acetate filter materials disclosed by 
Schneider with the inventions of Litchfield et al, Keith II, and Noznick, because they are 
analogous art and Schneider discloses a useful way to ventilate a multi segment filter. 
Schneider's optimized ventilation is a motivation for using filters of different denier. 

In reference to claims 2 and 3, it would have been obvious to reverse the order of 
the absorbent and the ion exchange resins, since it has been held that mere reversal of 
the essential working parts of a device involves only routines skill in the art. In re 
Einstein, 8 USPQ 167. 

In reference to claims 7-15, it would have been obvious to optimize the length of 
each filter component to produce a filter suitable for attachment to a cigarette, since it 
has been held that discovering the optimum value of a result effective variable involves 
only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 
In addition, Eichel discloses a cigarette filter with a length of 38 mm, and that filters for 
cigarettes are typically 1 :3 to 1 :2 in relation to the length of the tobacco rod (col. 4, 61- 
70). 



8. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Litchfield 
et al. (US 3,079,926), Noznick et al. (US 3,279,476), Keith II (US 3,251,365), Eichel (US 
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3,459,194) and Schneider (US 5,979,459) as applied to claim 1 above, and further in 
view of the Kirk-Othmer Encyclopedia of Chemical Technology, John Wiley & Sons, 
Inc., 2001, vol. 14, page 12. The references used in the rejection of claim 1 do not 
disclose that the ion exchange resin is in granular form. However, as described in the 
Kirk-Othmer Encyclopedia of Chemical Technology, ion-exchange resins are typically 
made in granular form. "With few exceptions, resins are supplied as small, round 
beads..." 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to use ion exchange resins in their granular form because they are typically 
produced in granular form. 

9. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Litchfield 
et al. (US 3,079,926), Noznick et al. (US 3,279,476), Keith II (US 3,251,365), Eichel (US 
3,459,194), and Schneider (US 5,979,459) as applied to claim 1 above, and further in 
view of Frund (US 5,714,126). The references used in claim 1 do not disclose the 
activity of the activated carbon. However, Frund discloses using activated carbon to 
remove harmful gasses, with an activity of at least 95 Carbon Tetrachloride Acitivity (col. 
2, line 6). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to have used carbon with sufficient activity, as disclosed by Frund, to achieve 
removal of harmful gasses in the cigarette smoke. 
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Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL J. FELTON whose telephone number is 
(571)272-4805. The examiner can normally be reached on Monday to Friday, 7:30 AM 
to 4:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Phillip C. Tucker can be reached on 571-272-1095. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/675,937 Page 9 

Art Unit: 1791 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MJF 

/Philip C Tucker/ 

Supervisory Patent Examiner, Art Unit 1791 



